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11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) [3 Notice of References Cited (PTO-892) 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) S Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 9/2003 . 



4) [H Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) [H Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060303 



Application/Control Number: 10/663,383 
Art Unit: 2161 



Page 2 



Claim Status: 

Claims 1-21 are pending. Claims 1-21 are rejected as detailed below. 

Claim Rejections -35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claim 17 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. 

Claim 17 recites "taking the storage device offline for a backup or a restore when the 
inventory is being performed/' The specification does not contains a clear and concise of the 
manner and process of taking an inventory when the device that is being inventoried is taken off 
line such that a skilled artisan can make and use the invention. 

Art Rejection Precluded 
Claim 17 is rejected under 35 USC first paragraph as failing to comply with the 
enablement requirement. No art rejection is made in this Office Action. 
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Claim Rejections - 35 USC § 1 02 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 12-14 and 21 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Pat No 5,426,284 issued to Doyle (hereafter Doyle). 
Claims L 12-14 and 21: 

Doyle discloses a management server [Doyle, Fig 2, 214], a media agent connected to the 
management server [Fig 2, 216]; a storage device connected to the media agent [Fig 2, 218 ; and 
a database [Fig 2, 210] connected to the management server; wherein the management server 
controls the media agent to monitor for the addition or removal of a piece of media in the storage 
device; 

and when the media agent determines that the piece of media has been added to the 
storage device or removed from the storage device, the media agent causes the storage device to 
read a media label stored as data on the piece of media, the media label including an identifier 
identifying the piece of media [Doyle, Fig 4]. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 2, 15, 18 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Doyle in view of US Pat No 5,884,067 issued to Storm et al (hereafter Storm). 
Claims 2, 15. 18 and 20 : 

Doyle discloses the elements of claim 1 as noted above but does not disclose the storage 
device returns the piece of media to a slot in the storage device; and the management server 
updates a slot table in the database with a confidence parameter indicating a confidence level of 
the piece of media stored in the slot. Storm discloses the storage device returns the piece of 
media to a slot in the storage device; and the management server updates a slot table in the 
database with a confidence parameter indicating a confidence level of the piece of media stored 
in the slot [col 13, lines 50-65]. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Doyle to include the storage device returns the piece 
of media to a slot in the storage device; and the management server updates a slot table in the 
database with a confidence parameter indicating a confidence level of the piece of media stored 
in the slot as taught by Storm for the purpose of providing a slot error feature [col 13, lines 50- 
65]. 

Claims 3-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Doyle in 
view of Pub No 2002/0076206 issued to Hyatt (hereafter Hyatt). 
Claim 3: 
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Doyle discloses the elements of claim 1 as noted above but does not disclose wherein the 
storage device does not have a bar code reader. Hyatt discloses wherein the storage device does 
not have a bar code reader [paragraphs 7 and 19]. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify Doyle to include wherein the storage 
device does not have a bar code reader as taught by Hyatt for the purpose of providing a means 
of identifying an article by a means other than a bar code reader. 
Claims 4-10: 

Doyle discloses a management server [Doyle, Fig 2, 214], a media agent connected to the 
management server [Fig 2, 216]; a storage device connected to the media agent [Fig 2, 218 ; and 
a database [Fig 2, 210] connected to the management server; wherein the management server 
controls the media agent to monitor for the addition or removal of a piece of media in the storage 
device. 

Doyle discloses the essential elements of the claimed invention as noted above but does 
not disclose when the media agent determines that the piece of media has been added to the 
storage device, the media agent causes the storage device to write a media label stored as data on 
the piece of media, the media label including an identifier identifying the piece of media. Hyatt 
discloses when the media agent determines that the piece of media has been added to the storage 
device, the media agent causes the storage device to write a media label stored as data on the 
piece of media, the media label including an identifier identifying the piece of media [paragraphs 
7 and 19]. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Doyle to include when the media agent determines that the piece of media 
has been added to the storage device, the media agent causes the storage device to write a media 
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label stored as data on the piece of media, the media label including an identifier identifying the 
piece of media as taught by Hyatt for the purpose of providing a means of identifying an article 
by a means other than a bar code reader. 

Note: Regarding claim 5, examiner maintains that creating a label for the media 
inherently creates backup data for the media. 

Claim 11: 

The combination of Doyle and Hyatt discloses the elements of claim 9 as noted above 
and furthermore discloses wherein when the test piece of media does not correspond to the 
desired piece of media, the system indicates that the desired piece of media has been exported 
from the storage device [Doyle, col 6, lines 45-55]. 

Claims 16 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Doyle 
in view of Pub No 2003/0163399 issued to Harper et al (hereafter Harper). 
Claim 16: 

Doyle discloses the elements of claim 13 as noted above but does not disclose storing in 
the database a time, in association with the identifier when the inventory was performed. Harper 
discloses storing in the database a time, in association with the identifier when the inventory was 
performed [paragraph 83]. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Doyle to include storing in the database a time, in 
association with the identifier when the inventory was performed as taught by Harper for the 
purpose of maintaining an accurate count of the units that a business has for sale. 
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Claim 19: 

The combination of Doyle and Harper discloses the elements of claims 13 and 16 as 
noted above and furthermore discloses searching for a desired piece of media based on the 
respective times stored in the database [Doyle Fig 2, 218] 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Etienne P. LeRoux whose telephone number is (571) 272-4022. 
The examiner can normally be reached Monday through Friday between 8:00 am and 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Safet Metjahic can be reached on (571) 272-4023. 

The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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